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In re AppBcaiioia uf 
MARY MORABITO O'NHLL « »L 

Ser. No. 10/615,133 

Filed: July 8, 2003 

For: OBSCURATION METHOD FOR REDUCING THE 
INFRARED SIGNATURE OF AN OBJECT 



) GAU: 3641 
) Eximiner: 
) ' T. Chflitibcis 



Coaunisdoner for Patents 
P.O. Box 1450 
Alexaiidrta,VA 22313.1450 

Sir 

The Advisor>' Action mailed March 28, 2006 included as an attachment a new 
Fjjnal Rejection. In vvliidb claims 13 and 21 were rejected over prior art for the first time. 
The rules have no provision for a new rBjection being provided as an attachment to an 
Advisory Action. The rules have no provision that a new rejection of previotisly 
pewHnR xttiamended claims may he made final Applicant petiljons to have diis action 
of the examiner nullified, so that the case proceeds ehher without daimK 13 and 21 
being rejected, or a new nonfmal OfQce Action is bsued. 

The pertinent hisioiy of the application is as follows. 

aaims 1-22 were in the i?>plicBtion a« filed. In fte first Office Action of 
January 1 1, 2005, claims 13 and 21 were rqected under 35 USC 1 12, but nW under any 
prior ait grounds. 

09/91/2006 TLOlU 06900050 500616 1861S133 
81 FC:i464 130.00 M 
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The Office Action of June 28, 2005 mthdrew the rejection of cteims 13 ard 21 
under 35 USC 1 12, and did nW include any other r^ection of eiiher claim 13 or claim 
21. The responsive Amendmeot prominenUy included the following pttagraph 
imiMdiattb' following the introductoij' paragraph of the Remaita: 

•Applicant calls to the Exaniner's attention that claims 13 and 21 
are not included in a statement of any tejcction. even though paia 6 of 
tl» Otticc Action Surnmary indicates that Th^ are rejerted." 

TlieFinal Office Action of January 31, 2006 did not conuin a rejection of either 
claim 13 or claim 2 1 . the Response to Final Office Action prominently included the 
tbllouing statement immedlaicly following the introductory paragraph: 

"I . There is stated no prior art rejection of claims 13 and 21, and 
no rejection at all of claim 21. Although these claimj are mentiooed In 
tltf explanation of the rqection of para. 17, 24, and 30, they are not 
included in the statement of the rejection set fbnh in para. 9, as Is 
required by MPEP 707.07 and particularly MPEP 707.07(d), most 
particularly the second sentence of MPEP 707.07(d). PaiB. ^OrefgenCft 
^ , 1 g fttirf ^ Af thft previtww Office action hit a« pointed QUt in 
tflf ffftrnnH p«r«{p-iipii litxAM' Remnrfa nf flie Amendment filed in 
.^ftHaft fnthe nff^eft Aetin n of Tune 28. 70(ii claims .^nd 21 were 
T |f>t included «^ ^ atatemeni of a re jactirm in that Office .^gTi"n qj^h"* 
A^ppl^pnt m only askin g that the clear instructions on fomngttinir 
statements of rejections be fpU nwed. AnplicOTit's nafit exnerience has 
i^f^PTi t^at wlv>n thiq ti-ng of mistake is nointed out it \n corrected in the 
n^vt nfflca action, and does, nnf urHprgrand whv thai hM notbegn dnne 
i l ffre. Unless thie statement of the rejection is modified, die finality of the 
rejection is withdrawn, and a new nonfinal rejection of these claims is 
made, on appeal Applicant will he forced to treat these claims as not 
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rej«tedon any grounds of prior art because they arc not addressed in the 
first sentence of any of the prior art rejections." 

The Response to Advisory Action of March 28. 2006 aat«l in part: 

"The attachment to the Advisory Action, an attempt to issue a 
new final rejection of previously laoejected claims, as an attachmeiat to 
an Advisor>' Action, is improper fcr three reasons. 

First, the rules do not provide (or issuing an office action ttiat 
newly rejects previously pending clainw as an attachment to an advisory 
action* 

Second, claims 13 and 21 were not previously rejected. The 
attachment ftus attempts to make final the first rqection of claims that 
were not previously tejected. 

Third, the argumeait of paragraph 31 of the attachment is not 
correct No claim was amended in the prior Response to the Office 
Action of January 31, 2006, which would justify making a new office 

action final. " 

XJp until the recent (second) Advisory Action, there had been no response to 
AppUcam's notificaMon of the absence of a rejection of claims 13 and 21 . Appficant 
understands that errors sometimes happen and a claim is inadvertently net addressed. 
Normally, when the eitor is pointed out, it is immediately rectified, and tiie case moves 
on. In this instance, the error was not corrected, even after it was pointed out. 

The recent (second) Advisory Action seeks to justify the issuance of the rew 
filial rejection of claims 13 and 21 in Ae attachment to the Advisory Action of March 
28, 2006. Tlie recent (second) Advisory Action first argues that "while those claims 
were not mentioned in the first sentence of the rejection ^ey were noted as being 
rejected in the body of the Office action.* This argument is not persuasive, because it 
is leaves the Applicant guessing as to whether the claim is actually rejected under ttuit 
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1 grouiKi, and is conirary to xbe rules. MPEP 707,07(d), Language To Be Used in 

i Rejecting Clftims, provides 

"Where a claim is refiiswl for any reason relating to the merita 
thereof it should be 'r^ected' and the ground of rejection My imd 
cleikrly stated, and ±e word 'reject^ must be used The examiner should 
designate the statutory basis for any ground of rejeetion by express 
retrrence to a section of IS U.S.C. in the opening sentence of eaoh 
greuiKl of rejection." 

In general, it is not uncommon practice to mention a claim in the explanation of a 
rejection i«^ich does not reject the claim, for example by way of cross reference to the 
rejection of that claim under another ground. The practice of MPEP 707.07(d) 
eliminates ambiguity as to which claims are actually to be rejected under a ground. 
Further, on appeal^ the Applicant is constrained to address only the clatnui <hat are 
properly rejected in the format of MPEP 707.07(d). If claims arc not rejected in the 
opening sentence of a ground of refection, Applicant has no basis for appeal. 

The (second) Advisoty Action then seeks to characterize the failura to properly 
rejea claims 1 3 and 21 as *itiere typogmi^cal error". ThdX was certainly a possibility 
the &st time theie was no rcjecticm of ct^ims 13 and 21, but not after Applicant had 
straightforwardly informed the examiner of *e emission. 

The (second) Advisoty AcUon then states: ^If the applicant believes claims 13 
and 2 1 to include allowable subject matter and intends to amend indcpoident ciahns to 
include said subject matter, then the applicant is free to do sc.* Applicant responds, 
tirst» that the abUity to amend the claims to independent form after fmal rejectim does 
not provide the same range of poasible aaions as does a nonfinal rejection. Second^ 
Applicant declines to particle in a \iolation of die rules, which ha^ e no provision for 
an Office Action that newly reiects claims to be issued as an attachment to an OfRcc 
Action, and do not permit claims 13 and 21 to be finally rejected in. the present 
circumstances. 
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Applicant therefore requests that the nile» be followed, and that either (1) a new 
nonfmal Office Action be issued that rejects claims U and 21, or (2) a clear statement 
be made thac cleims 13 and 21 are not rejected so that Applicant vnU not have to 
address those claims in ihe Appeal Brie£ 



Respectfully submitted. 




William Schubert 
Reg. No^ 30402 



Attorney for Apphcant 
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